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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Application Serial No. 77/460,315
For the mark: APPLSTRUDL

Filed: April 29, 2008

Published: December 16, 2008

_________________________________________________________ X
APPLE INC,, :
Opposer,
. Opposition No. 91188903
V. :
FABASOFT AG, :
Applicant. :
_________________________________________________________ X

OPPOSER’'S OPPOSITION TO APPLICANT'S MOTION TO SUSPEND

Opposer Apple Inc. hereby opposes ApgticFabasoft AG’s motion to suspend the
proceedings pending the disposition of unrelditeyation in Germany. Applicant concedes
that the litigation in Germany “will not be @minative in this U.S. opposition,” but
contends that “it could have ampact on how the parties vietveir positions in the United
States, and couldfaftct settlement.”See Docket No. 13. Applicarfails to establish good
cause required for a suspension of the proceedings.

As set forth in greater detthelow, Applicant’s motion tesuspend should be refused
because: (1) the decision in the German litayatvill not have a bearg on final judgment
in this opposition; (ii) the potential for ampact on settlement is not good cause for a
suspension; (iii) Applicant’s motion is predurally untimely as it is not germane to

Opposer’s pending Motion to Compel; and (guspension of the proceedings will severely
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prejudice Opposer. Applicant’'s Motion to Sus@es nothing more thaanother attempt to
delay responding to outstandingcivery and should be denied.
l. BACKGROUND

A. Procedural History of This Opposition

Opposer commenced this proceediydiling a notice of opposition against
Applicant’s application to register tmeark APPLSTRUDL (Serial No. 77/460,315) on
February 13, 2009See Docket No. 1. Applicant’s InitiaDisclosures were due on May 29,
2009. See Docket No. 2. Applicant failed to servnitial Disclosures before the May 29,
2009 deadline See Declaration of Alicia Grahn Jon€Slones Dec.”) ®, Docket No. 12
On June 30, 2009, Opposer emailed coufmsehpplicant asking when Opposer would
receive Applicant’s Initial Disclosuresseeid., Ex. A. On June 30, 2009, counsel for
Applicant advised that he had not receieeg information from Applicant regarding its
Initial Disclosures.Seeid.

On June 25, 2009, Opposer served writtisgovery, including document requests,
requests for admissionna interrogatories, on counsel for Applicasee Jones Dec. { 3,
Docket No. 12. Although Applicant’s responsepposer’s discary requests were due
on July 31, 2009, Applicant has yet to serve msponse to Opposer’s discovery requests or
produce any responsive documerfsseid.

On August 7, 2009, Opposer informed couriseApplicant that discovery responses
were past due and advised that if Oppaseémot receive Applicant’s responses by August
12, 2009, Applicant would have choice but to fila motion to compelSeeid | 4., Ex. C.
Counsel for Applicant failed to respond@pposer’s August 7, 2009 correspondergse

id. Accordingly, Opposer had no choice bufite a Motion to Compel on March 10, 2010.
2
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See Docket No. 11. Following Opposer’s figrof its Motion to Compel and without
responding to Opposer’s Motion to Comp&hplicant filed a Motion to Suspend the
opposition proceedings pending disposition of Geritigation between the parties. Docket
No. 13.

B. Procedural History of the GermanLitigation and Settlement Negotiations
Between the Parties

In February 2009, Opposer obtained a preliminary injunction against Applicant in
Germany requiring Applicant’s subsidiarydease use of the APPL.STRUDL mark in
connection with software and related goads as a company me of Applicant’s
subsidiary because the rkavas found to infringe Qmser’'s APPLE marksSee
Declaration of Gordian Hassedt (“Hasselblatt Decl.”), 1 2The Hamburg court confirmed
the preliminary injunction in a judgment of June 20@8eid.' In April 2009, the Hamburg
court issued a second injurartiagainst Applicant’s subsidiary to cease use of the
APP.STRUDL mark.ld.

In November 2009, the Hamburg Regib@aurt ordered Opposer to commence
proceedings against Applicant’s subsidiargamnection with its use of the APP.STRUDL
mark. Id. at § 3. Opposer filed its complaint in December 20@9.Applicant’s subsidiary
has yet to file its statement in defense inrtten proceedings and no date for an oral hearing
has been set yetd. (The German proceedjs are hereinafter referred to as the “German
Litigation.)

Opposer initiated settlement communicas with Applicant in June 2009d. at 4.

In October 2009, Opposer sent a propasEtiement agreement to Applicamt. Despite

! In November 2009, Applicant appealed the judgment and a final hearing will be held in June 2009. Opposer
expects the preliminary injunctido be affirmed once again.
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following up with Applicant at least four timgApplicant did not provide any substantive
response to Opposer’s proposed setliet agreement until March 5, 201@. On March 5,
2010, Opposer’'s German counsetldApplicant's German counsebnferred and it was clear
that settlement is not possible at this tinhe.
Il. ARGUMENT

The Board in its discretion may suspgmdceedings on good cselshown based on a
motion filed by a party. 37 CFR § 2.117(c); TMEPB10.03(a). Applicarhas not made the
requisite showing of good cause and its Motm®suspend should be denied because: (a) a
decision in the German Litigatn will not have a bearing on aél judgment or settlement in
this opposition; (b) a potential impact on settént is not good cause for a suspension; (c)
Applicant’s motion to suspend is procedlyraintimely because is not germane to
Applicant’s pending Motion to Compel; aijd) a suspension of the proceedings will
severely prejudice Opposer.

A. A Decision in German Litigation Will Not Have A Bearing on Final
Judgment in This Opposition.

Pursuant to 37 CFR 2.117(a), the Board may suspgmdceedings when the parties
are engaged in a civil action or another Bioaroceeding which may have a bearing on the
case. Applicant requests that the proceedings be suspended pending disposition of the
German Litigation between the parti€ee Docket No. 13, Section 1. The German
Litigation will not have a bearing on the rightstbé parties in this & because it concerns
the parties’ rights in Germanyd, in one case, is addressingnark different from that at
issue here. Indeed, Applicatuncedes that the German Litigation “will not be determinative

in this U.S. opposition.” Docket No. 13,&en 3. If the German Litigation were

US2008 1192540.1



determinative, Applicant should Ipefused registration as its subsidiary is enjoined from use
of the APPLSTRUDL mark in Germany.

Because the German Litigation will noteaa bearing on fingbdgment in this
opposition, a suspension of the peedings is not appropriate.

B. A Potential Impact on Settlemenhis Not Good Cause for Suspension.

As an initial matter, Opposer has attempted to engagécant in settlement
negotiations for nearly a year, but Aijgant has been largely non-responsigee
Hasselblatt Decl. 4. Because of Applicamtilatory practices in this proceeding, the
German Litigation, and settlemiediscussions, Opposer has choice but to vigorously
pursue its claims. BecausetBerman Litigation has no beag on this proceeding, it also
will have no bearing on settlement in this proceeding.

Even if there were a possibility that tBerman Litigation woul have an impact on
settlement in this proceeding—which it will not—tpessibility of an impact on settlement
is not good cause for a suspemsi In fact, the Board hasled that the existence of
settlement discussions does notifyst party’s inaction or delaySee Atlanta-Fulton
County Zoo, Inc. v. DePalma, 45 U.S.P.Q.2d 1858, 1859 (TTAB 1®9“Parties engaged in
proceedings before the Bodrdquently discuss settlemebyt the existence of such
negotiations or offers, without more, does extuse them fromomplying with the
deadlines set by the Board orpgosed by the rules.”) While the Trademark Rules allow for
the suspension of the procesgs pending active settlement discussions, the Rules do not
allow one party to initiate a suspension beeaettlement discussiongght occur at some
indefinite time in the futurelndeed, Applicant cites no law its motion as there is no basis

in the Trademark Rules or caseltor the requested suspension.
5

US2008 1192540.1



C. Applicant’s Motion is Procedurally Untimely.

In accordance with 37 CFRZ&120(c)(2), upon filing a mmn to compel, the Board
will issue an order suspendinly groceedings with respect &l matters not germane to the
discovery dispute and no party should fitey@apers not germane to the discovery dispute.
37 CFR 8§ 2.120(c)(2). Applicant’s Motion 8uspend pending the outcome of the German
Litigation is not germane to the discovery digptitat is the subject of Opposer’s Motion to
Compel. To the contrary, its sole purpose iddtay the Board’'s consdation of the merits
of Opposer’s Motion to Compel. For thisason alone, Applicant’s Motion to Suspend
should be denied.

D. Suspension of the Proceeding#/ill Severely Prejudice Opposer.

In the absence of active settlement negona between the pags—which Applicant
has refused to engage in—Opeowill be severely prejudiced by a suspension of the
proceedings. Specifically, it could be years befihere is a final gdgment in the German
Litigation, which will not even have a beagion the final judgment in this opposition.

Thus, a suspension would depri@pposer of its right to actively prosecute this case.
. CONCLUSION

For all of the foregoing reasons, Opposepextfully requests that the Board deny

Applicant’s Motion to Suspend and proceed withconsideration of Opposer’s Motion to

Compel.

2 When a formal order of suspension is entered bas#tkdiling of a Motion to Compel, it is the Board’s practice
to make the suspension effective as of the date the motion was filed.
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This the 1st day of April, 2010.

KILPATRICK STOCKTON LLP

By:/s/ Alicia GrahnJones
bseph Petersen
Alicia Grahn Jones
31 West 52 Street, 1% Floor
New York, New York 10019
Telephone: (212) 775-8715
Facsimile: (212) 775-8800

Attorneys for Opposer Apple Inc.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Application Serial No. 77/460,315
For the mark: APPLSTRUDL

Filed: April 29, 2008

Published: December 16, 2008

_________________________________________________________ X
APPLE INC,, :
Opposer,
. Opposition No. 91188903
V. :
FABASOFT AG, :
Applicant. :
_________________________________________________________ X

CERTIFICATE OF SERVICE

| hereby certify that a trugnd correct copy of the foregoi@PPOSER’S
OPPOSITION TO APPLICAN’S MOTION TO SUSPENDnhas been served on counsel for
Fabasoft AG by depositing said copy with the Ushi&tates Postal Service as First Class Mail,
postage prepaid, in an envelope addressed to:

Stewart J. Bellus
Collard & Roe, P.C.
1077 Northern Blvd

Roslyn, NY 11576-1614

This the 1st day of April, 2010.

/s/Alicia GrahnJones
Alicia Grahn Jones
Attorney for Opposer Apple Inc.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Application Serial No. 77/460,315
For the mark: APPLSTRUDL

Filed: April 29, 2008

Published: December 16, 2008

_________________________________________________________ X
APPLE INC,, :
Opposer,
. Opposition No. 91188903
V. :
FABASOFT AG, :
Applicant. :
_________________________________________________________ X

DECLARATION OF GORDIAN HASSELBLATT IN SUPPORT OF OPPOSER’S
OPPOSITION TO APPLICANT'S MOTION TO SUSPEND

I, Gordian Hasselblatt, declare as follows:

1. | am an attorney at the law firm of GvHasche Sigle in Germany and represent
Opposer Apple Inc. (“Opposer”) in actionsaagst a subsidiary of Applicant Fabasoft AG
(“Applicant”) in Germany. | am over the agétwenty-one, | am competent to make this
Declaration, and the facts detth in this Declaration aleased on my personal knowledge.

2. In February 2009, Opposer obtained a preliminary injunction against
Applicant in Germany requiring Applicant’siissidiary to cease use of the APPL.STRUDL
mark in connection with software and relatgpbds and as a compangme of Applicant’s
subsidiary because the mavks found to infringe OpposeAPPLE marks. The Hamburg
court confirmed the preliminary injunction énjudgment of June 2009n April 2009, the
Hamburg court issued a second injunction against Applicant’s subsidiary to cease use of the

APP.STRUDL mark.
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3. In November 2009, the Hamburg Regional Court ordered Opposer to
' commence proceedings against Applicant’s subsidiary in connection with its use of the
APP.STRUDL mark. Opposer filed its complaint in December 2009, Applicant’s subsidiary
has yet to file its statement In defense in the main proceedings and no date for an oral hearing
has been set yet.

4, Opposer initiated settlement communications with Applicant in June 2009. In
October 2009, Opposer sent a proposed seftlement agreement to Applicant. Despite
following up with Applicant at least four limes, Applicant did not provide any substantive
response to Oppbser’s proposed settlement agreement until March 5, 2010, On March 5,

- 2010, Applicant’s German counsel and I confetred and it was clear that settlement is not
possible at this time,
I declare under penalty of perjury of the laws of the United States that the foregoing is

true end correct.

Dated: /4/\"”‘ I ',20{0

<

e g

Prof, Dr. Gordian N, Fagselbla h:b.M\
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Application Serial No. 77/460,315
For the mark: APPLSTRUDL

Filed: April 29, 2008

Published: December 16, 2008

_________________________________________________________ X
APPLE INC,, :

Opposer,

. Opposition No. 91188903
V. :

FABASOFT AG, :

Applicant. :
_________________________________________________________ X

CERTIFICATE OF SERVICE

| hereby certify that a trugnd correct copy of the foregoilECLARATION OF
GORDIAN HASSELBLATT IN SUPPORTF OPPOSER’S OPPOSITION TO
APPLICANT'S MOTION TO SUSPENDDhas been served on counsel for Fabasoft AG by
depositing said copy with the United States Pd3¢aice as First Class Mail, postage prepaid,
in an envelope addressed to:

Stewart J. Bellus
Collard & Roe, P.C.
1077 Northern Blvd

Roslyn, NY 11576-1614

This the 1st day of April, 2010.

/s/Alicia GrahnJones
Alicia Grahn Jones
Attorney for Opposer Apple Inc.
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